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Prosecution History Summary 

• Claims 1-20 are pending. 

Double Patenting 

1. A rejection based on double patenting of the "same invention" type finds its 
support In the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a'patent therefore ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in scope. 
The filing of a terminal disclaimer cannot overcome a double patenting rejection based 
upon 35 U.S.C. 101. 

2. Claims 1-20 are provisionally rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claims 1-4, 6-15, 17-19, and 21-23 of copending Application No. 
11/326763. This Is a provisional double patenting rejection since the conflicting claims 
have not in fact been patented. 

Priority 

• The applicant receives the priority of the provisional application 60/486846. 
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Claim Rejections - 35 USC§ 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, maciiine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 10-14 are rejected under 35 U.S.C. 101 because the claimed Invention is 
directed to non-statutory subject matter. Claims 10-14 are directed to a state governed 
full-insured health insurance policy, i.e. printed matter. When printed matter is not 
functionally related to a substrate, the printed matter may be construed as a mere 
arrangement of data, though seemingly a "product," data is rejected as not being within 
the statutory classes. See In re Miller. 418 F.2d 1 392, 1 64 USPQ 46 (CCPA 1 969); Ex 
parte Gwinn, 112 USPQ 439 (Bd. App. 1955); and In re Jones, 373 F.2d 1007, 153 
USPQ 77 (CCPA 1967). 

Claim Rejections - 35 USC§ 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the Invention was made. 

5. Claims 1-2. 8. 10-11. and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Reference Uin view of Reference V. 

6. As per claim 1, Reference U teaches providing a state-governed fully-Insured 
health insurance policy to a group of employees as a non-taxed compensation to an 
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employee, but as a tax deductible expense to the employer (U: page 1, paragraph 1, 
lines 5-10 and paragraph 3, lines 1-3). 

Reference U does not teach conditioning a benefit under a policy for an 
employee to participation In a voluntary wellness program. 

Reference V teaches conditioning a benefit under the policy for the employee to 
participation In a voluntary wellness program (page 2, paragraph 5, lines 1-11). 

Therefore, it would have been prima facie obvious to one of ordinary skill in the 
art at the time the invention was made to have combined Reference U's and V's 
teachings. One of ordinary skill would have been motivated to combine these teachings 
because Reference V teaches that "it was developed by the Insurance committee in 
response to the increasing medical costs and premiums" (page 2, paragraph 4, lines 1- 
2). 

7. As per claim 2, the method of claim 1 is as described above. 

Reference U does not teach said wellness program includes a wellness category 
that includes at least one of a tobacco free category, a normal blood pressure category, 
a non-overweight category and a regular exercise category. 

Reference V teaches said wellness program includes a wellness category that 
includes at least one of a tobacco free category, a normal blood pressure category, a 
non-oven/veight category (body-mass index) and a regular exercise category (personal 
wellness profile) (V: Strategies: page 3, lines 6-7 and 15-17). In light of the 
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specification, the examiner interprets that having these screenings is the same as 
providing associated wellness categories to employees. 

Therefore, It would have been prima facie obvious to one of ordinary skill in the 
art at the time the invention was made to have combined Reference U's and V's 
teachings. One of ordinary skill would have been motivated to combine these teachings 
because Reference V teaches "that purposes of the Wellness Program is influencing 
district personnel and their family members to move from simply contemplating health 
issues to assisted preparation, action, and then continued maintenance of positive 
health behaviors" (V: page 1, paragraph 2, lines 5-8). 
8. As per claim 8, the method of claim 1 is as described above. 

Reference U does not teach wherein said wellness program includes at least one 
of wellness education 

Reference V teaches wherein said wellness program includes at least one of 
wellness education (V: page 3, paragraph 1, lines 15-17). 

Therefore, it would have been prima fade obvious to one of ordinary skill in the 
art at the time the invention was made to have combined Reference U's and V's 
teachings. One of ordinary skill would have been motivated to combine these teachings 
because Reference V teaches that it "encourages district personnel and their families to 
strengthen their health and well-being through educational opportunities..." (V: page 1, 
paragraph 2, lines 2-4). 



Application/Control Number: 10/652,849 Page 6 

Art Unit: 3626 

9. As per claim 10, Reference U teaches a state-govemed fully-insured health 
insurance policy to a group of employees that is a tax deductible expense to the 
employer while being non-taxed compensation to an employee (U: page 1, paragraph 
1, lines 5-10 and paragraph 3, lines 1-3). 

Reference U does not teach at least one conditional benefit under a policy for the 
employee being conditioned on a voluntary participation in at least a portion of a 
wellness program. 

Reference V teaches at least one conditional benefit under a policy for the 
employee being conditioned on a voluntary participation in at least a portion of a 
wellness program (page 2, paragraph 5, lines 1-11). 

Therefore, it would have been prima facie obvious to one of ordinary skill in the 
art at the time the invention was made to have combined Reference U's and V's 
teachings. One of ordinary skill would have been motivated to combine these teachings 
because Reference V teaches that "It was developed by the Insurance committee in 
response to the increasing medical costs and premiums" (page 2, paragraph 4, lines 1- 
2). 

10. As per claim 11, the method of claim 10 is as described above. 

Reference U does not teach said wellness program includes a wellness category 
that includes at least one of a tobacco free category, a normal blood pressure category, 
a non-overweight category and a regular exercise category. 
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Reference V teaches said wellness program includes a wellness category that 
includes at least one of a tobacco free category, a normal blood pressure category, a 
non-overweight category (body mass index) and a regular exercise category (personal 
wellness profiles) (V: Strategies: page 3, lines 6-7 and 15-17). 

Therefore, it would have been prima facie obvious to one of ordinary skill In the 
art at the time the invention was made to have combined Reference U's and V's 
teachings. One of ordinary skill would have been motivated to combine these teachings 
because Reference V teaches "that purposes of the Wellness Program is influencing 
district personnel and their family members to move from simply contemplating health 
issues to assisted preparation, action, and then continued maintenance of positive 
health behaviors" (V: page 1, lines 7-10). 

11. As per claim 13, the method of claim 10 is as described above. 

Reference U does not teach wherein said wellness program includes at least one 
of wellness education. 

Reference V teaches wherein said wellness program includes at least one of 
wellness education (V: page 3, paragraph 1, lines 15-17). 

Therefore, it would have been prima facie obvious to one of ordinary skill in the 
art at the time the invention was made to have combined Reference U's and V's 
teachings. One of ordinary skill would have been motivated to combine these teachings 
because Reference V teaches that it "encourages district personnel and their families to 
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strengthen their health and well-being through educational opportunities..." (V: page 1, 
paragraph 2, lines 2-4). 

12. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Reference 
U in view of Reference V and furttier in view of Reference E. 

13. As per claim 9, the method of claim 1 is as described above. 
References U and V do not teach a step of providing employees with 

opportunities to at least one of improve and monitor their wellness condition. 

Reference E teaches a step of providing employees with opportunities to at least 
one of improve and monitor their wellness condition (E: column 10, lines 5-12). 

Therefore, it would have been prima facie obvious to one of ordinary skill In the 
art at the time the invention was made to have combined Reference U in view of V's 
teachings with Reference E. One of ordinary skill would have been motivated to 
combine these teachings because Reference E discloses, "problems can be solved by 
exploring their origins. Then and only then can guidelines be established for possible 
prevention" (E: column 1, lines 35-38). 

14. Claims 3. 4. and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Reference U In view of Reference V. as applied to claim 2 above, and furttier in 
view of Reference A and Reference B. 

15. As per claim 3, the method of claim 2 is as described above. 

Reference U and V do not teach providing an ERISA governed health insurance 
policy to employees as a non-taxed benefit to an employee, but as a tax-deductible 
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expense; and structuring tlie state-governed fully-Insured health insurance policy to 
cover a healthcare expense not covered by ERISA governed health insurance policy. 

Reference A teaches providing an ERISA governed health insurance policy to 
employees as a non-taxed benefit to an employee, but as a tax-deductible expense 
(Ryan: column 3, lines 29-35). 

Therefore, It would have been prima facie obvious to one of ordinary skill in the 
art at the time the invention was made to have combined Reference U in view of V with 
Reference A's teachings. One of ordinary skill would haye been motivated to combine 
teachings because Reference V teaches that "it was developed by the Insurance 
committee In response to the Increasing medical costs and premiums" (V: page 2, 
paragraph 4, lines 1-2). 

Reference U, V, and A do not teach structuring the state-governed fully-Insured 
health insurance policy to cover a healthcare expense not covered by ERISA governed 
health insurance policy. 

Reference B teaches structuring the state-governed fully-Insured health 
insurance policy to cover a healthcare expense not covered by ERISA governed health 
insurance policy (B: column 6, lines 39-40). In light of the specification, the examiner 
interprets "primary insurance policy" to be the same as ERISA governed health 
insurance policy and "secondary insurance coverage" to be the same as state-governed 
fully-insured health insurance policy. 
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Therefore, it would have been prima facie obvious to one of ordinary skill in the 
art at the time the invention was made to have combined Reference U in view of V and 
Reference A with Reference B's teachings. One of ordinary sicill would have been 
motivated to combine teachings because Reference B teaches that "it Is to provide a 
secure system that converges...multiple types of information including but not limited to 
payment options for patient co-pay portion of a procedure, patient insurance benefit 
Information, and third party co-pay information" (B: column 4, lines 18-23). 

16. As per claim 4, the method of claim 3 is as described above. 

Reference U teaches a conditional benefit under the state-governed fully-Insured 
health insurance policy Includes coverage for at least a portion of a claim falling within a 
deductible for the ERISA governed health insurance policy (U: page 2, paragraph 1, 
lines 1-4). 

17. As per claim 14, the method of claim 10 is as described above. 

Reference U and V do not teach an ERISA governed health Insurance policy for 
the plurality of employees that Is a companion to the state-governed fully-insured 
health insurance policy; and a conditional benefit under the state-governed fully-Insured 
health insurance policy covering a healthcare expense not covered by ERISA governed 
health insurance policy. 

Reference A teaches an ERISA governed health insurance policy for the plurality 
of employees that is a companion to the state-governed fully-insured health Insurance 
policy (A: column 3, lines 29-35). 
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Therefore, it would have been prima facie obvious to one of ordinary skill in the 
art at the time the invention was made to have combined Reference U in view of V with 
Reference A's teachings. One of ordinary skill would have been motivated to combine 
teachings because Reference V teaches that "it was developed by the Insurance 
committee in response to the increasing medical costs and premiums" (V: page 2, 
paragraph 4, lines 1-2). 

Reference U, V, and A do not teach a conditional benefit under the state- 
governed fully-insured health insurance policy covering a healthcare expense not 
covered by ERISA governed health insurance policy. 

Reference B teaches a conditional benefit under the state-governed fully-insured 
health insurance policy covering a healthcare expense not covered by ERISA governed 
health insurance policy (B: column 6, lines 39-40). In light of the specification, the 
examiner interprets "primary insurance policy" to be the same as ERISA governed 
health insurance policy and "secondary insurance coverage" to be the same as state- 
governed fully-insured health insurance policy. 

Therefore, it would have been prima facie obvious to one of ordinary skill in the 
art at the time the invention was made to have combined Reference U in view of 
Reference V and Reference A with Reference B's teachings. One of ordinary skill would 
have been motivated to combine teachings because Reference B teaches that "it is to 
provide a secure system that converges...multiple types of information Including but not 
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limited to payment options for patient co-pay portion of a procedure, patient insurance 
benefit Information, and third party co-pay information" (B: column 4, lines 18-23). 

18. Claim 5 is rejected under 35 U.S. C. 103(a) as being unpatentable over Reference 

U in view of Reference V. as applied to claim 2 above, and further in view of Reference 
C 

19. As per claim 5, the method of claim 2 is as described above. 

Reference V does not teach increasing a deductible on the ERISA governed 
health insurance policy relative to a previously provided ERISA governed health 
Insurance policy and making a conditional benefit under the state-governed fully- 
Insured health Insurance policy cover at least a portion of the deductible Increase. 

Reference U teaches making a conditional benefit under the state-governed fully- 
Insured health Insurance policy cover at least a portion of the deductible increase (U: 
page 2, paragraph 2, lines 1-5). 

Reference U does not teach increasing a deductible oh the ERISA governed 
health Insurance policy relative to a previously provided ERISA governed health 
Insurance policy. 

Reference C teaches Increasing a deductible on the ERISA governed health 
Insurance policy relative to a previously provided ERISA governed health Insurance 
policy (C: page 2, paragraph 0013, lines 3-5; page 2, paragraph 0014, lines 4-8; page 
6, paragraph 0070, lines 2-5). The examiner Interprets Inclusion of the "request 
element" to be the same as increasing a deductible on the insurance policy. 
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Therefore, it would have been prima facie obvious to one of ordinary sl<ill in the 
art at the time the invention was made to have combined Reference U in view of 
Reference V with Reference C's teachings. One of ordinary sl<ill would have been 
motivated to combine teachings because Reference C teaches that "insurance coverage 
Is often subjected to local legislation and rules, necessitating that each state essentially 
be considered a different market place" (C: page 1, paragraph 0005, lines 9-15). 

20. Claims 6-7 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Reference U in view of Reference V, as applied to claim 1 above, and further In 
view of Reference D and Reference E 

21. As per claim 6, the method of claim 1 is as described above. 

Reference U and E do not teach said wellness program includes at least one 
Illness screening and said step of conditioning a benefit includes a step of conditioning 
coverage for at least a portion of an identified illness to employee participation in an 
illness screening for the identified illness. 

Reference V teaches said wellness program includes at least one illness 
screening (D: page 2, lines 7-8). 

Reference V does not teach said step of conditioning a benefit includes a step of 
conditioning coverage for at least a portion of an identified illness to employee 
participation in an illness screening for the identified illness. 

Reference D teaches said step of conditioning a benefit includes a step of 
conditioning coverage for at least a portion of an identified illness to employee 
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participation in an illness screening for the identified illness (D: page 3, paragraph 
0050, lines 1-4). In light of the specification, the examiner interprets the 
pharmaceutical benefit plan coverage to be the same as coverage for at least a portion 
of an identified Illness. 

Therefore, it would have been prima facie obvious to one of ordinary skill in the 
art at the time the invention was made to have combined Reference U in view of V with 
Reference D's teachings. One of ordinary skill would have been motivated to combine 
teachings because Reference E teaches "that major dysfunctions and diseases leading 
to catastrophic conditions, early aging, serious illness and even death could have been 
prevented had they been identified before the appearance of devastating symptoms" 
(E: column 1, lines 23-27) and "because health care costs are a priority for every 
business, large or small. It Is essential that employers seek a cost effective health care 
plan" (E: column 1, lines 50-52). 

22. As per claim 7, the method of claim 6 is as described above. 

Reference U, D, and E do not teach an identified illness includes at least one of 
cancer, heart disease, abnormal vision, abnormal orality, and mental illness; and 
Said at least one illness screening includes a cancer screen, a heart disease screen, an 
abnormal vision screen, an abnormal orality screen and a mental illness screen. 

Reference V teaches an identified illness includes at least one of cancer, heart 
disease, abnormal vision, abnormal orality, and mental Illness; and said at least one 
illness screening includes a cancer screen, a heart disease screen, an abnormal vision 
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screen, an abnormal orality screen and a mental Illness screen (V: page 2, lines 7-8). 
The examiner interprets that If a screening for an Illness Is done and If it cpmes back as 
a positive result, then the illness has been identified. 

Therefore, It would have been prima facie obvious to one of ordinary skill in the 
art at the time the invention was made to have combined Reference U In view of V. 
One of ordinary skill would have been motivated to combine teachings because 
Reference E teaches that ''major dysfunctions and diseases leading to catastrophic 
conditions, early aging-, serious illness and even death could have been prevented had 
they been identified before the appearance of devastating symptoms" (E: column 1, 
lines 23-27). 

23. As per claim 12, the method of claim 10 is as described above. 

Reference U and E do not teach said wellness program includes at least one 
illness screening for at least one identified illness and said conditional benefit includes 
at least partial coverage for said identified Illness. 

Reference V teaches said wellness program includes at least one Illness 
screening for at least one identified illness (D: page 2, lines 7-8). 

Reference V does not teach said conditional benefit Includes at least partial 
coverage for said identified illness. 

Reference D teaches said conditional benefit includes at least partial coverage for 
said identified illness (D: page 3, paragraph 0050, lines 1-4). In light of the 
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specification, the examiner interprets tlie pfiarmaceutical benefit plan coverage to be 
tine same as coverage for at least a portion of an Identified Illness. 

Therefore, it would have been prima facie obvious to one of ordinary skill in the 
art at the time the Invention was made to have combined Reference U in view of V with 
Reference D's teachings. One of ordinary skill would have been motivated to combine 
teachings because Reference E teaches "that major dysfunctions and diseases leading 
to catastrophic conditions, early aging, serious illness and even death could have been 
prevented had they been identified before the appearance of devastating symptoms" 
(E: column 1, lines 23-27) and ''because health care costs are a priority for every 
business, large or small. It is essential that employers seek a cost effective health care 
plan" (E: column 1, lines 50-52). 

24. Claims 15-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Reference G in view of Reference F. 

25. As per claim 15, Reference G and F teach a method of administering a health plan 
for a group of employees, comprising the steps of: 

Reference G teaches determining whether a conditional benefit under a state- 
governed fully-Insured health insurance policy is available to an employee making a 
claim at least in part by determining whether the employee is a participant in a 
voluntary wellness program (G: column 1, lines 58-67). 
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Reference G does not teach processing the claim with respect to the state- 
governed fully-Insured health Insurance policy if the conditional benefit Is available to 
the employee 

Reference F teaches processing the claim with respect to the state-governed 
fully-insured health insurance policy if the conditional benefit is available to the 
employee (F: page 20, paragraph 0218, lines 21-24). In light of the specification, the 
examiner Interprets the ability to impact the claims values means the ability to process 
the claim was accomplished. The examiner also interprets that in order for the claim to 
be filed, an employee must have Insurance, thus the claim Is processed with respect to 
the state-governed fully-Insured health Insurance policy based on the conditional 
benefit (wellness program). 

Therefore, it would have been prima facie obvious to one of ordinary skill in the 
art at the time the invention was made to have combined Reference G's teachings with 
Reference F's teachings. One of ordinary skill would have been motivated to combine 
these teachings because Reference F teaches that it will "have an overall positive 
impact upon the claims values within the employer group" (F: page 20, paragraph 
0218, lines 21-24). 

26. As per claim 16, the method of claim 15 is as described above. 

Reference G does not teach processing the claim with respect to an ERISA 
governed health insurance policy that Is a companion to the state-governed fully- 
insured health insurance policy. 
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Reference F further teaches processing the claim with respect to an ERISA 
governed health insurance policy that is a companion to the state-governed fully- 
insured health insurance policy (F: page 20, paragraph 0218, lines 21-24). In light of 
the specification, the examiner interprets the ability to Impact the claims values means 
the ability to process the claim was accomplished. The examiner also interprets that all 
insurance policies are ERISA governed health insurance policy. 

Therefore, it would have been prima facie obvious to one of ordinary skill in the 
art at the time the invention was made to have combined Reference G's teachings in 
with Reference F's teachings. One of ordinary sidll would have been motivated to 
combine these teachings because Reference F teaches that it will ''have an overall 
positive impact upon the claims values within the employer group" (F: page 20, 
paragraph 0218, lines 21-24). 

27. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Reference 
G in view of Reference F as applied to claim 15 above, and further in view of Reference 
LL 

28. As per claim 17, the method of claim 16 is as described below. 

References G and F do not teach applying the claim to a deductible under the 
ERISA governed health insurance policy and paying at least a portion of the claim under 
state-governed fully-insured health insurance policy. 

Reference U teaches: 
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a. Applying the claim to a deductible under the ERISA governed health 
insurance policy (U: page 1, paragraph 2, lines 3-7). The examiner interprets . 
the ability to have a claim account to be the same as having an insurance policy; 
and 

b. Paying at least a portion of the claim under state-governed fully-Insured health 

insurance policy (U: page 2, paragraph 1, lines 1-4). 

Therefore, It would have been prima facie obvious to one of ordinary skill In the 
art at the time the invention was made to have combined Reference G in view of F with 
Reference U's teachings. One of ordinary skill would have been motivated to combine 
these teachings because Reference F teaches that It will "have an overall positive 
impact upon the claims values within the employer group" (F: page 20, paragraph 
0218, lines 21-24). 

29. C/a/m 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Reference 
G in view of Reference Fas applied to claim 15 above, and furtfier in view of Reference 
U and Reference V. 

30. As per claim 18, the method of claim 15 is as described above. 

References G and F do not teach a step of paying at least a portion of the claim 
if the employee was a member of at least one of said wellness categories before 
incurring the claim; and wellness program includes a wellness category that includes at 
least one of a tobacco free category, a normal blood pressure category, a non- 
ovenweight category and a regular exercise category. 
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Reference U teaches a step of paying at least a portion of the claim if the 
employee was a member of at least one of said wellness categories before incurring the 
claim (U: page 2, paragraph 1, lines 1-4). 

Therefore, it would have been prima facie obvious to one of ordinary skill in the 
art at the time the invention was made to have combined Reference G in view of 
Reference F with Reference U's teachings. One of ordinary skill would have been 
motivated to combine these teachings because Reference F teaches that It will "have an 
overall positive impact upon the claims values within the employer group" (F: page 20, 
paragraph 0218, lines 21-24). 

References G, F, and U do not teach said wellness program includes a wellness 
category that includes at least one of a tobacco free category, a normal blood pressure 
category, a non-overweight category and a regular exercise category. 

Reference V teaches said wellness program includes a wellness category that 
includes at least one of a tobacco free category, a normal blood pressure category, a 
non-overweight category and a regular exercise category (V: Strategies: page 3, lines 
6-7 and 15-17). 

Therefore, it would have been prima facie obvious to one of ordinary skill In the 
art at the time the invention was made to have combined Reference G in view of 
Reference F and Reference U with Reference V's teachings. One of ordinary skill would 
have been motivated to combine these teachings because Reference V teaches "that 
purposes of the Wellness Program is influencing district personnel and their family 
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members to move from simply contemplating health issues to assisted preparation, 
action, and then continued maintenance of positive health behaviors" (V: page 1, lines 
7-10). 

31. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Reference Gin view of Reference F and further in view of Reference Vin view of 
Reference £ 

32. As per claim 19, the method of claim 15 is as described above. 
References G and E do not teach said wellness program includes an illness 

screening for at least one identified illness; and said determining step includes a step of 
determining if the claim is based at least in part on said identified illness and whether 
the employee participated in an illness screening for said identified illness before 
incurring the claim. 

Reference V teaches said wellness program includes an illness screening for at 
least one identified illness (V: page 3, lines 7-8). 

Therefore, it would have been prima facie obvious to one of ordinary skill in the 
art at the time the invention was made to have combined Reference G in view of F with 
Reference V's teachings. One of ordinary skill would have been motivated to combine 
teachings because Reference E teaches "that major dysfunctions and diseases leading 
to catastrophic conditions, early aging, serious illness and even death could have been 
prevented had they been identified before the appearance of devastating symptoms" 
(E: column 1, lines 23-27) and "because health care costs are a priority for every 
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business, large or small. It is essential that employers seek a cost effective health care 
plan" (E: column 1, lines 50-52). 

Reference G, V, and E do not teach said determining step includes a step of 
determining if the claim is based at least in part on said identified illness and whether 
the employee participated in an illness screening for said identified illness before 
incurring the claim. 

Reference F teaches said determining step includes a step of determining if the 
claim is based at least in part on said identified illness and whether the employee 
participated in an illness screening for said identified illness before incurring the claim 
(F: page 20, paragraph 0218, lines 1-24). In light of the specification, the examiner 
interprets that in order to identif/ cardiac disease, a screening was done, and the claim 
costs are based on that screening with In conjunction with the physician, thus the 
employee participated in a screening before incurring the claim. 

Therefore, it would have been prima facie obvious to one of ordinary skill in the 
art at the time the invention was made to have combined Reference G in view of F and 
Reference V with Reference F's teachings. One of ordinary skill would have been 
motivated to combine teachings because Reference E teaches, "more than 50% of . 
health care costs are lifestyle-related and therefore preventable. Individual consumers 
interested in optimal health and fitness need to identify specific areas of personal 
improvement. Responsible managers in business need to develop systems to manage 
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the optimal health of their employees, not only to save costs but to also save fives" (E: 
column 9, lines 20-27). 

33. Claims 20 are rejected under 35 U.S. C. 103 (a) as being unpatentable over 
Reference G in view of Reference Fand further in view of Reference E and Reference V. 

34. As per claim 20, the method of claim 15 is as described below. 

References G and F do not teach said wellness program includes at least one of 
wellness education; and said determining step includes a step of determining whether 
the employee participated in at least one of wellness education before incurring the 
claim. 

Reference E teaches said wellness program includes at least one of wellness 
education (E: column 11, lines 17-22); and said determining step includes a step of 
determining whether the employee participated In at least one of wellness education 
before incurring the claim (E: column 9, lines 46-54). In light of the specification, the 
examiner interprets that if the deductible is decreased than the claims submitted vyill 
also be decreased because of employee's awareness from a wellness education will 
send him/her less to the doctor, thus less claim filing. 

Therefore, it would have been prima facie obvious to one of ordinary skill in the 
art at the time the invention was made to have combined Reference G in view of 
Reference F with Reference E's teachings. One of ordinary skill would have been 
motivated to combine teachings because Reference V teaches that it "encourages 
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district personnel and their families to strengtlien their health and well-being through 
educational opportunities..." (V: page 1, paragraph 1, lines 2-4). 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sheetal R. Rangrej whose telephone number is 571- 
270-1368. The examiner can normally be reached on 5/4/9. 

If attempts to reach. the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick J. Nolan can be reached on 571-272-0847. The fax phone number 
for the organization where this application or proceeding is assigned Is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
Information for unpublished applications Is available through Private PAIR only. For 
more Information about the PAIR system, see http://palr-dlrect.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Conclusion 
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